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REMARKS 

The Pending Claims 

Claims 13-17, 20-25 and 27-54 are pending and under acitive consideration. The 
pending claims are directed to unsymmetrical cyanine dyes incorporating an aza- 
benzazolium moiety and their method of use for determining the presence of an analyte 
in a sample. In particular these compounds form fluorescent complexes with nucleic 
acids and poly(amino acids) and are used to effectively fluorescently stain such 
molecule. 

The Office Action 

Claims 1-43 are rejected under 35 U.S.C. § 112. 

Claims 1-4, 13 and 14 are rejected under 35 U.S.C. § 102(b) as being anticipated 
by Haseltine et al. (U.S. Patent 4,003,750). 

Claims 1-4, 6, 9, 10, 13-17, 20, 21, 23-25, 38, 39 and 41-43 are rejected under 
35 U.S.C. 103(a) as being unpatentable over Katayose et al. (JP 05-287209). 

Claims 5, 1 1 , 22, and 40 are rejected under 35 U.S.C. § 1 03(a) as being 
unpatentable over Katayose in view of Mills et al. (U.S. Patent No. 5,221 ,51 8). 

Claim 12 is rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Katayose in view of Leushner et al. (U.S. Patent No. 6,083,699). 

The Amendment 

Claims 13, 16, 25, 27-29, 38 and 44 are currently amended. Claims 1-12, 18, 19, 
and 26 are canceled. Claims 45-54 are newly added. Claims 45-53, correspond to 
previous claims 2-6 and 9-12 (canceled by this amendment). 

Claim 54 corresponds to the method of claim 1 as filed, wherein the staining 
solution comprises compound 40 on page 76 of the specification (the elected species in 
the restriction response mailed 4/27/06), which was indicated as being allowable in the 
present Office Action. 
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The claim amendments are fully supported by the specification, in particular, the 
claims as originally filed. These amendments to the claims involve formalities, 
grammatical oversights/preferences, typological errors, and the like and are made solely 
to obtain expeditious allowance of the instant application. Amendment of the claims is 
made without prejudice, without intent to abandon any originally claimed subject matter, 
and without intent to acquiesce in any rejection of record. Applicant expressly reserves 
the right to file one or more continuing applications hereof containing the canceled or 
unamended claims. Entry of the amendment is respectfully requested. 

Claim Rejections 
Rejection Under 35 U.S.C. § 112, second paragraph 

Claims 1-43 are rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite. In claims 1,13 and 25 the phrase "TAIL is a heteroatom-containing moiety" is 
not linked to any element and lacks antecedent basis. The current amendment corrects 
this error. Accordingly, withdrawal of the 112, second paragraph rejection is respectfully 
requested. 

Prior Art Rejections 

According to the current Office Action, Claims 7, 8, 18, 19, and 26-37 are 
objected to as being dependent on a rejected base claim, but would be allowable if 
rewritten in independent form. Claims 7 and 8 have been canceled, thus the objection 
thereto is rendered moot. Claims 18, 19, and 26-37 have been rewritten in independent 
form to include the limitations of the base claims and any intervening claims. 
Accordingly, Applicants believe that the claims are in condition for allowance and 
respectfully request withdrawal of all claim rejections and objections. Applicants 
acknowledge with appreciation the allowance of claim 44. 
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CONCLUSION 

In view of the enclosed amendments and remarks, it is respectfully submitted 
that this application is now ready for allowance. Early notice to this effect is solicited. If, 
in the opinion of the Examiner, a telephone conference would expedite the prosecution 
of the subject application, the Examiner is invited to call the undersigned at (541) 335- 
0165. 



Respectfully submitted, 



Date: January 3. 2007 /Joel Silver/ 

Joel Silver 
Reg. No. 53,866 



Molecular Probes, Inc. (A wholly owned subsidiary of Invitrogen Corp.) 
29851 Willow Creek Rd. 
Eugene, Oregon, 97402 
Phone: (541)335-0165 
Facsimile: (541)335-0354 
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